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Application No. 

09/314,161 



Examiner 

Bridget E. Bunner 



Applicant(s) 

EISENBACH-SCHWARTZ ET AL 



Art Unit 

1647 
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TsHORTENED STATUTORY PER,OD FOR REPLY » SET TO EXPIRE , MONTH(S) FROM 

earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1)12 Responsive to communication(s) filed on 25 April 2001 . . 

. piMAi 2b)H This action is non-final. 

Disposition of Claims 

4) R Claim(s) 1-37 is/are pending in the application. 

4a) Of the above claim(s) ^.m and 20-37 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 8 Claim(s) m are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) fled on _ is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the dra^ng(s) be held .n abeyance. See 37 CFR 185(a). 
Applicant may m approved b)Q disapproved by the Examiner. 

1 1 )□ The proposed drawing correction filed on _ is. aju approveu 

If approved, corrected drawings are required in reply to this Office action. 
12)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 WHXnrm 
«)□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application Na 
3D Copiesofthecertif^^^^ 

a) □ The translation of the foreign language provisional apP^asbeen rece^ 
15)D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121. 

Attachments) , nter view Summary (PTO-413) Paper No(s) 

1)0 Notice of References Cited (PTO-892) 5 >n Notice of Informal Patent Application (PTO-1 52) 

2 □ Notice of Draftsperson's Patent Drawing Review ' (PTO-948 « LJ 

3 □ information Disclosure Statemerrt(s) (PTO-1449) Paper No(s) . _ . 6) U « 
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DETAILED ACTION 
Status of Application, Amendments, and/or Claims 
Applicant's election with traverse of Group I (claims 1-8, 16, and 19), drawn to a method 
for preventing or inhibiting neuronal degeneration in the central nervous system or peripheral 
nervous system comprising administering to an individual NS-specific activated T cells in Paper 
No. 12 (25 April 2001) is acknowledged. Applicants also elect without traverse spinal cord 
injury as the species of nervous system injury, glaucoma as the species of nervous system 
disease, and autologous T cells as the species of NS-specific activated T cell group in Paper No. 
12 (25 April 2001). The traversal is on the ground(s) that Groups 1 and II (claims 1-3 and 9-16) 
are both directed to a method of using NS-specific activated T cells, whether "pre-activated" or 
activated in vivo by administering a NS-specific antigen or peptide. Applicants believe that there 
is no serious burden on the examiner to examine Groups I and II. It also asserted that an eight 
way restriction requirement is burdensome for the Applicants. This is not found persuasive 
because the claims of Groups I and II are drawn to different methods that require different 
ingredients, process steps, and endpoints. Groups I and II are different methods requiring 
different method steps, wherein each is not required, one for the other. For example, Group I 
requires search and consideration of sensitizing autologous T cells to a human NS-specific 
antigen in vitro and administering the T cells to a individual, which is not required by the other 
invention. Group II requires search and consideration of administering only an NS-specific 
antigen to an individual in vivo, which is not required by the other invention. Group I may 
possibly require a search of classes that overlap with classes of Group II, but there is no reason to 
believe that the searches would be co-extensive. Groups I and II each require divergent literature 
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searches. Further, while the added cos, to .he Applicants to file divisional applications is truly 
regretted, it is beyond the resources of the USPTO to permit exam.na.ion of multiple inventions 

in a single application. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 9-15, 17-18, and 20-37 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a none.ee.ed Group, Urere being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in Paper No. .2 (25 
April 2001). 

Upon additional consideration, further restriction of the elected invention under 35 
U.S.C. 121 is required. 

Election/Restrictions 
!. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

t a r, ai ™ 1 8 16 and 19, drawn to a method for preventing or inhibiting neuronal 

tt u n»i™ 1 8 16 and 19 drawn to a method for preventing or inhibiting neuronal 

The inventions are distinct, each from the outer because of .he following reasons: 

a Although there are no provisions under A. section for "Relationship of 
Inventions" in M.P.E.P. § 806.05 for inventive groups that are directed to 
Afferent methods, restriction is deemed to be proper because these methods 
constitute patently dis.inc. inventions for the following reasons. Inventions I-A 
and I-B are different methods because they require different ingredients, process 
steps andendpoints. These inventions require different process steps to 
accomplish the use of NS-speciflc activated autologous T cells. Groups I-A and 
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,.B a* different methods requiring different method steps, wherein each is no. 

quired, one for another. For example, Group I-A requires search and 
co.iderationofadministra.ionofNS-specificac.ivatedTcel.s.opreventor 

inhibit neuronal degeneration in the centra! nervous system, which ,s no. requtre 
bv to Cher invention. Group i-B requires search and considerate of 
administration of NS-specif, activated T ce„s .0 preven. or innib,, neurona 
degeneration in .he peripheral nervous system, which is not requ.red by the 



invention. 



of 



2 Because these inventions are distinct for the reasons given above and have acquired a 
separate st*us in the art because of their different search and recognized divergen. subject 
matter, restriction for examination purposes as indicated is proper. 

3 . Tbis app.ica.ion contains Cairns directed ,0 the foUowing pa.en.ably distinct species 

the claimed invention: 

A method for preventing or inhibiting neurona, degenerate , n te centra, nervous 
system orSferal nervous system for ameliorattng the effects of . 

i. injury 

ii. disease 

AppUcan. is required under 35 U.S.C. 121 .0 elect a single disciosed species for 

held to be allowable. Currently, claims 4-8 and 16 are generic. 

AppHcan. is advised that a reply to this requirement must indude an identification of the 

aUCaimsare generic is considered nonresponsive unless accompanied by an election. 



Page 5 

Application/Control Number: 09/314,161 
Art Unit: 1647 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
Cairns ,0 additional species which are written in dependent form or otherwise include a.l the 
lirni ,a,ionsof an allowed generic claim as providedby 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground mat the species are not patently distinct, 
applicant shou,d submit evidence or identify such evidence now of record showing the species to 
he obvious variants or clearly admit on the record tha, this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is advised that tie reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 



1.143). 



Applicant is reminded that upon 



the cancellation of claims to a non-elected invention, the 



inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 

of inventorship must be accompanied by a petition under 37 



application. Any amendment ■ 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(t). 

„ AppHcan. selects Inventus I-U, one species from .he group of nervous system 
defects must »lso be chosen to be fully responsive. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bridget E. Bunner whose telephone number is (703) 305-7148. 
The examiner can normally be reached on 8:00-5:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz can be reached on (703) 308-4623. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4242 for regular 
communications and (703) 308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 




Bridget E. Bunner 

Art Unit 1647 ,, , f iJ ^KEWIMERER 

June 1 1 , 200 1 *" pa^RY EXAMIMER 



